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INTRODUCTION

The Canadian Federation for the Humanities and Social Sciences and the Canadian Association of
Learned Journals (“the Journals”) have sought a legal opinion about whether Journals can digitize their
back-issues and make them available on the internet. The main issue to be discussed is whether the
Journals can digitize back-issues without infringing upon the rights of the individual authors who may
own the copyright in their works. As a not-for-profit and largely volunteer operation, the Journals do not
have the resources to seek and obtain the permission from each and every copyright owner of previous
journal articles, nor would they have the resources to bear the costs of legal and/or statutory damages
should they be subject to a legal challenge. As a result, resolving this question from the outset is
paramount to ensure that all rights are honoured while back-issues are digitized to enable preservation and

access in the public interest.



SUMMARY OF CONCLUSIONS

There is no single law or court decision in the scholarly periodical publishing context which applies
directly to the facts at hand. As a result, guidance must be drawn from general doctrines of law and,
specifically in the copyright context, copyright doctrines and decisions in the for-profit-periodical
publishing market. Before a fuller legal analysis is set out mindful of the differences between these two
contexts, and in particular the realities of the scholarly journal market, a brief note of these differences

and some brief conclusions follow.

THE JOURNALS NOT-FOR-PROFIT PUBLISHING CONTEXT

There are three main differences between the scholarly and the periodical-for-profit context which

would mitigate the Journals’ right to publish the authors’ back-issues:

(1) Journal authors are not typically remunerated for journal publication and rarely paid for rights
sales and there is generally no expectation of monetary reward.

(2) On the other hand, there is the expectation on the authors’ part that the Journals distribute their
articles widely to the reading public. Moreover, there is now a growing recognition for the need
to move towards open access of scholarly journals.

(3) The nature of the contracts and the industry custom in the for-profit and not-for-profit context varies;
this is a question of fact, however, and requires careful scrutiny of the contracts and circumstances
applied to the law on a case by case basis. In both contexts, there is a risk that contract law could
apply and hold that rights that are not expressly set out in the contract do not pass. In other words,
where there is any type of ambiguity in the contract as between the author and publisher with respect
to electronic publishing rights, rights that are not stated expressly, like electronic publishing rights,
may stay with the author." A series of cases in the for-profit periodical publishing market, where the
damages were substantial, were decided against the publisher on this basis, holding that the author
only granted a one-time use for print publication.” Such a case is yet to be decided in the not-for-
profit context in Canada. Technically, a similar action could be mounted by disgruntled authors
against the Journals, in cases where there is ambiguity with respect to their electronic publishing

rights, and the Journals nonetheless proceeded to digitize the back-issues. But assuming that there is

! Attempts to imply a term have failed where one of the parties “did not know the terms which was alleged must be implied.” See
Spring v NASDS [1956] 1 WLR 585 and discussion in E McKendrick Contract Law (4lh edn Palgrave London 2000) 202-3.

2 For instance, in France: (3 February 1998) (Tribunal de Grande Instance de Strasbourg — Ordonnance de Référé Commercial) tr
(1998) 22 Columbia-VLAIJLA 199 (Plurimédia); in Germany: Freelens (5 July 2001) No I ZR 311/98 Federal Supreme Court
(Bundesgerichtshof) tr (2003) 34 IIC 227, 229; in the US, Tasini v. New York Times, 533 U.S. 483, 121 S. Ct. 2381 (2001)
[Tasini].



no commercial exploitation of the authors’ articles, the likelihood of this litigation and, if successful,

the monetary award in damages, would be minimal.

Given all of these factors, to be compliant with the law and to avoid any potential disputes with the
scholarly community, from a legal perspective, it is advisable that Journals be consistent with the latest
copyright pronouncements on point in digital publishing that will be discussed below. From a practical

and business perspective, it is also important that the Journals be transparent in doing so.

BRIEF CONCLUSIONS

1. Assignment of AuthorsO Copyrighthe Journals hold the copyright in the authors’ work.
Depending on the exact phrasing of the contract, if the authors have assigned all of their copyrights,
including future electronic rights, the Journals retain the copyright and can do what they please with the
authors’ articles. However, in cases where it is not clear that the authors have assigned all of their

copyrights, or the agreement is silent on the electronic publishing rights, the conclusions below apply.

2. Individual v. Collective Work CopyrightThe Journals hold the Collective Work copyright in the
Journals. In the event that there is no agreement on point (such as an assignment of the copyright from
the authors to the Journals), the authors of the articles retain copyright in their individual articles and the
Journals hold the collective work copyright in their entire publications. As such, the Journals do not
require a licence to digitize their back-issues if the entire issue of the journal is reproduced in a form
consistent with the original. In other words, as long as the essence of a particular issue is reproduced,
there is no need to obtain permission from the authors. However, pursuant to the Supreme Court of
Canada decision in Robertson v. Thomson Corp.,’ the Journals would be infringing upon the rights of
authors if they were to create a database of individual articles in which articles are “decontextualized”
from the original printed publication. The decontexualization test will be explained more concretely
below, but is still at present the golden rule in Canada for digital reproduction despite the fact that it was
decided in the for-profit-periodical publishing context. In other words, the Journals could not reproduce
the articles as standing alone, in a “decontextualized” form. Retention of the date of the journal
publication and the page number of the article is not sufficient to maintain the context or essence of the
journal. The test will be applied more concretely in the analysis section below to the particular facts at

hand.

32006 SCC 43, [2006] 2 S.C.R. 363, 274 D.L.R. (4th) 138, aff’g in part (2004), 72 O.R. (3") 481, 243 D.L.R. (4™) 257 (Ont.
C.A)), aff’g in part (2001), 109 A.C.W.S. (3rd) 137, 15 C.P.R. (4th) 147 (Ont. Sup. Ct. J.) [Robertson].



3. Decontextualization While criticized as a nonsensical test set out by the Supreme Court of Canada,”
decontextualization is the current law in Canada in the context of digital reproduction of individual
articles part of collective works. In practical terms, this test translates to ensuring that the authors’ articles
are reproduced in a way that is consistent with the original print Journal issue in which they first
appeared. For instance, it would be permissible for the articles to be scanned and digitized as individual
PDFs and presented to the user as part of the respective volume and journal issues, with editorial and
various article identification features. The articles would therefore not be decontextualized if on every
page, the identity of the journal, original page numbers, and other original existing details like the
author’s name and title of article were preserved. A user could then search and retrieve a desired PDF
article based on a search functionality on the database. Importantly, while “decontextualization” may in
fact be committed by the user, this should be of no concern to the Journals. The point here is that the
Journals preserve the authors’ articles in a way faithful to the original publication. The users can do as
they please so long as they are not encouraged by the Journals to “infringe” (see discussion in section 4
below). A good example of the format for proper digitization is Heinonline.com, where articles of legal
periodicals are digitized in PDF format as they first appeared in print; the Journal’s cover page, ISSN
page, table of contents and even blank pages are all viewable. The user can then search and retrieve
individual articles in a number of user-friendly ways. For a more practical discussion of

decontextualization see Appendix A.

4. Contract Trumps Copyright: Irrespective of the decontextualization test, contract trumps
copyright. The presence of certain contractual terms could allow the journal to create a decontextualized
database of individual articles without infringing authors’ rights. This decontextualization would require a
detailed examination of the contracts in place as between the authors and the Journals to determine
whether any provisions expressly or impliedly stated that the Journals could republish an individual
article in a form other than the print format without permission of the author. Even if there is no express
contract on point, it might be possible to argue that the Journals hold the implied right to do so via an oral
contract. Here the custom of the trade in the publishing industry or the conduct of the parties are factors
that can help in the interpretation of implied terms. While the risk of litigation is low, namely because (1)
it is unprecedented for scholars to sue scholarly journals and (2) the risk of loss would be minimal since
scholarly authors do not make moneys from their works to begin with, it is not advisable that the Journals
attempt to go this “implied licence” route in order to reproduce their articles. The law is yet to be

resolved in Canada and further analysis is necessary beyond the scope of the current opinion, wherein

1 have expressed criticism against this test, see for instance, “Canada’s Robertson Ruling: Any Practical Significance for the
Copyright Treatment of Freelance Authors?” [2007] 2 European Intellectual Property Rights Journal 66.



careful scrutiny of the contracts (written or oral) as between the Journals (their members) and the
individual authors would need to be examined. To reiterate, if the authors have assigned all their rights,
there is no issue. But if there is any silence or ambiguity on the nature of the electronic publishing rights,

the decontexualization test should be applied.

5. Fair dealing as a right to digitize backssues. It could be argued that irrespective of any contract that
may be in place to allow for the decontextualization of journal articles in digitized format, fair dealing
may allow this nonetheless. This argument is currently being tested in the courts and will be argued on
September 29, 2009 in Ontario when Robertson goes back to trial, so a more conclusive opinion can be
best made after that time. At present, speculation can be made based on the recent Supreme Court
decision CCH Canadian Ltd. v. Law Society of Upper Canada® which found fair dealing and set out a
six-factor approach. In this context, it could be argued that the Journals’ decontenxualization is allowed
without consent of the authors and without any remuneration. But for the time being because of the
uncertain scope of the doctrine, using fair dealing to justify decontextualization is not advisable. Two of
the main risks unresolved from CCH, relate to how future courts will define the commercial nature of the
dealing and the extent to which licensing mechanisms play a role to disseminate the articles. Still, as
noted above, the risk of litigation is low, namely because (1) it is unprecedented for scholars to sue
scholarly journals and (2) the risk of loss would be minimal since scholarly authors do not make moneys
from their articles to begin with, and in fact expect the widest possible distribution of their articles. But
this low-level of litigation risk does not warrant a disregard for the current law especially given that back-

issue digitization is achievable within the current legal framework.

Two additional issues arise with respect to the users of the back-issues once digitized and made available

to them:

6. Users and authorizationAside from the Journal’s dealings with the back-issues, it is also useful to
consider the users’ dealings with the back-issues, once digitized and available online. Since the digitized
back-issues might be searchable online (e.g. in a database) and individual articles might be
decontextualized by the users (for instance, by printing the individual articles in their entirety), at issue is
whether the users’ dealings might trigger liability to the Journals. User’s dealings with the back-issues
will very likely not render the Journals liable for copyright infringement pursuant to the authorization
doctrine. If there is no collusion between the user and the Journals or authorization by the Journals to

encourage the user to infringe upon the rights held by individual author(s) of the work in question, the

5 CCH Canadian Ltd. v. Law Society of Upper Canada, [2004] 1 S.C.R. 339, 236 D.L.R. (4th) 395 [CCH].



Journals are safe from liability. For instance, the Journals should not directly encourage usage and
reassembly of articles into course-packs. As long as the essence of the journal is conserved as it appeared
in the original in-print publication as outlined in “decontextualization” above, what the user then does

with the digitized issues is the user’s affair.

7. Users and fair dealing.Even if it could be argued that the Journals have nonetheless authorized
reproduction by users of individualized articles (albeit the Journals’ digitization of the works in context,
consistent with the originals), fair dealing might be applied successfully. In this case, provided that users’
purposes comport with fair dealing no liability to them would attach. A similar fair dealing analysis as

discussed above would result.

8. Making articles searchable within Google and other search engifi@4ile we have had no case on
point in Canada, based on US jurisprudence and fair dealing in Canada, providing Google with abstracts
and other information is not likely to be problematic. Providing Google with individual articles, however,

would be problematic.



ANALYSIS

1. IS IT LEGAL TO DIGITIZE BACK-ISSUES? WHAT WOULD BE AN APPROPRIATE
FORMAT FOR DIGITIZED BACK-ISSUES OF JOURNALS? INDIVIDUAL V.
COLLECTIVE WORK COPYRIGHT

While decided in the context of the for-profit publishing market, the recent Supreme Court of Canada
decision of Robertson v. Thomson Corp.® establishes the law for digitizing previously published works
and thus how the Journals should go about digitizing and making back-issues available to the public
without the need to obtain the individual authors’ consent or provide them compensation. The
representative plaintiff, Heather Robertson, was a freelance author who had contributed two articles that
were published in The Globe and Mail. Robertson objected to the inclusion of these articles within two
searchable electronic databases and CD-ROM editions of The Globe and Mail and several other Canadian
newspapers (the “Publishers”), as she had neither given permission nor received any compensation for
these additional uses. The issue was whether the Publishers had the right at law to republish the freelance
articles electronically without the authors’ consent and without compensation.

Sections 13(1) and 2.1(2) of the Copyright Act’ confirmed that Robertson, as the author, was the
owner of the copyright in her articles. But pursuant to s. 2, The Globe and Mail was the owner of the
collective work or compilation.® The majority held that the Publisher’s reproduction rights included the
right to publish in electronic form as long as the essence of the newspaper was preserved, and that “the

59

true essence of the originality in a newspaper is its editorial content.” The majority recognized that

whether the essence had been preserved could be difficult to determine, but at a minimum, “the editorial
content of the newspaper must be preserved and presented in the context of that newspaper.”'’
Significantly, the “essence” of the journal is not a compilation of individual articles; the essence is also
the graphic components, formatting and other articles with which the article was initially published."

While the Publishers were free to remove advertisements, graphs and charts and alter the layout and font,

the electronic format had to maintain an intimate connection with the rest of the edition of that

6 Supra note 3.

7 Copyright Act, R.S.C. 1985 ¢. C-42.

¥ Robertson, supra note 3 at paras. 30-31.

% Ibid. at para. 39.

10 Ibid. at para. 40 [Emphasis mine].

! This was also confirmed in a US decision, Tasini, supra note 2 at 517; 2391.



newspaper.'? In Robertson, the Court ultimately held that this connection was lost, as the works were
decontexualized, in the two electronic databases in question."

However, in the context of reproducing the authors’ works in CD-ROM, the Court found that this
reproduction was a valid exercise of the Publishers’ right to reproduce their collective works pursuant to
s. 3(1) of Copyright Act. While the CD-ROMs were similar to databases in that they did not contain
advertisements, pictures or colour, the Court found that the CD-ROMs nonetheless preserved the linkage
to the original edition of the newspaper."* For example, when viewing an article the other articles from
that day’s edition appeared in the frame at the side of the screen. Each newspaper was viewable as a
separate and distinct paper."’

Analogous to Robertson, each back issue of the Journals in question is a collective work and, as
such, the Journals hold the reproduction rights to publish digital forms of those issues as long as their
essence is maintained in the digital format. This could be accomplished by making each journal edition
viewable as a separate entity, accompanied by a list of the other articles contained in that same issue,
easily viewable and accessible within the margin. The Journals would therefore be allowed to digitize
back issues so long as the articles contained in these issues are not decontexualized from the original

printed issue.

2. EFFECT OF CONTRACTS IN PLACE AT RELEVANT TIMES: IMPLIED GRANT OF
ELECTRONIC RIGHTS? CONTRACT TRUMPS COPYRIGHT

The decision in Robertson could be rendered meaningless if pending the resolve of the September 29,
2009 decision in Ontario it is found that the freelancers gave away their electronic rights via the doctrine
of implied licence. So while the electronic databases were found to be infringing, it may be found that the
freelancers granted an implied licence to republish the articles in that format. Because of conflicting
evidence from the first instance motions court, the Supreme Court agreed with the lower court decisions
that the issue of implied licence should be sent to trial for determination. This matter will go to trial for a
three-week period before the Ontario Superior Court in September 29, 2009.

For the time being some guidance on the implied licence issue may be obtained from the first

instance Robertson summary judgement decision at the Ontario Superior Court of Justice'® where there

2 Ibid. at para. 41.
13 Ibid. at para. 47.
' Ibid. at para. 52.
'3 Ibid. at para. 53.
' Ibid. (Ont. Sup. Ct. J.).

10



was a more thorough consideration of the issue. The facts revealed that prior to 1996, agreements between
freelancers and publishers were largely oral and did not contemplate electronic publication. The court also
noted that custom and practice in the publishing industry could be considered in interpreting ambiguous
contracts if that custom and practice was well-known, universally followed and reasonable.'” However, in
the Robertson facts, the Court found conflicting evidence as to whether there was indeed a practice for
freelancers to grant the Publishers the right to republish the article in multiple editions in both newsprint
and electronic forms, or whether it was just a one-time publication right in that specific newspaper
edition." Here The Globe and Mail argued that the use of an electronic archive was simply an extension
of the historical practice of archiving newspapers on microfiche and also that the written contract that
came into existence in 1996 was simply a codification of the prevailing custom and practice.” The Globe
and Mail asserted there was an implied licence because the freelancers were aware of the presence of the
electronic database long before 1996 and therefore, if Robertson had wanted to restrict The Globe and
Mail’s rights to reproduce the articles, she was obliged to do so expressly.”’ There is a strong counter-
argument to make that the practice of electronic publication was not uniform in the publishing industry at
the time and therefore could not likely meet the common law strictures of the implied licence test. There
were similar arguments of consent, acquiescence and waiver.*’

While this issue has not yet gone to trial it is clearly important. Significantly, it is equally difficult
to predict the outcome in the particular facts pertaining to the Journals’ digitization of back-issues without
an examination of the contracts in place if any, and the conduct between the parties and custom and
practice in the industry, in this context before the year 1990. Similarly to Robertson, in the Journals’
context, agreements between the Journals and authors prior to 1990 were oral. In all likelihood such oral
agreements did not contemplate electronic reproduction, especially since such databases were in their
infancy, and not in common practice. In this respect, it is reasonable to argue that the use of these
databases had not sufficiently evolved nor did they enjoy widespread adoption in order to constitute a
well-known custom (indeed, such practices are still evolving to date by the very nature of back-issue and
prospective digitization). Before about the year 1990, authors and Publishers adopted “hand-shake” deals
that beyond such terms as word-count and submission date, did not contemplate electronic reproduction.
In addition, unlike in Robertson, in the scholarly publishing context, the Journals’ mandate was
characterized by dissemination responsibilities, largely by selling subscriptions to interested libraries
which in turn made the contents available to their clients. Also, the Journals were often widely circulated

and authors were willing to purchase off-prints to circulate freely to colleagues. The nature of the

' Ibid. at para. 141.

'8 Ibid. at paras. 148-49.

' Ibid. at para. 152 & 153.
20 Ibid. at para. 158-59.

2! Ibid. at para. 167.
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scholarly publishing market was also guided by the need to create an official accessible record of
research. Though of course these differences could not alone justify disregarding authors’ control of how
their articles are disseminated and legally implying terms that were not previously contemplated. Indeed,
in the current Journals’ context, it is questionable that a court would imply electronic rights within the
purview of an oral contract entered into prior to 1990. Consequently, it would not be advisable for the
Journals to rely on the doctrine of implied licence to justify reproduction of journals in a decontexualized

form.

Conclusion

With respect to digitizing back-issues subject to any agreements prior to about the year 1990, the prudent
approach would be to make them available online in a manner that preserves the context of the articles by
remaining faithful to the printed publication, as explained in the discussion on “decontextualization”
above.” Doing this would be consistent with the Supreme Court’s ruling on the use of CD-ROMs in
Robertson, and would be a safe approach in light of the low probability that the agreements prior to 1990
contemplated any electronic rights. At the same time, if the Journals desired, monetization of the back-

issues would also be allowed since they would be fully within their reproduction rights.

3. CAN THE ARTICLES BE STORED INDIVIDUALLY, EVEN PAGE-BY-PAGE AND AS
PART OF A SEARCHABLE DATABASE? FAIR DEALING AS A RIGHT TO DIGITIZE
BACK ISSUES?

It could be argued that irrespective of any contract that may be in place to allow for the
decontextualization of journal articles in digitized format, fair dealing may allow this nonetheless. This
argument is currently being tested in the courts, so a more conclusive opinion will be best made after that
time. Current speculation can be based on the recent CCH case which found fair dealing and set out a six-
factor approach. In this context, it could be argued that the Journals’ decontenxualization might be
permissible. But for the time being, as in the case of the doctrine of implied licence, relying on fair
dealing to justify decontextualization is not advisable.

In CCH, a unanimous Supreme Court of Canada ruled that the Law Society of Upper Canada did
not infringe copyright because its Great Library request-based reproduction services fell squarely within

the allowances of the fair-dealing doctrine. The publishers of several law reporters sued the Law Society

22 After the year 1990, a patchwork system was in place where Publishers began to standardize contracts and some introduced
express clauses on electronic publication. Such contracts in this evolving period merit case-by-case analysis.
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of Upper Canada for copyright infringement, alleged to be occurring at the Great Library where library
patrons could access and photocopy judicial decisions, statutory materials, legal commentary and research
through either self-serve photocopiers or by a custom-based photocopy service. At issue were the single
copies of reported decisions, case summaries, statutes, regulations and text selections reproduced pursuant
to the Great Library Access Policy.” The Great Library provided lawyers and other authorized persons
with copies of such works to assist them to advise clients, give opinions, prepare legal documents and
argue cases. According to the Court, section 29 of the Act, alongside the other exceptions, “must not be

9924

interpreted restrictively.””” Research should be accorded a “large and liberal interpretation in order to

ensure that users’ rights are not unduly constrained” and are “not limited to non-commercial or private

25
contexts.”

In this case, lawyers carrying on the business of law for profit were held to be conducting
non-infringing research.

The Court explained that to prove a dealing was fair pursuant to section 29 of the the Act, the
defendant Law Society had the onus to prove that the dealing was (1) for the purpose of either research or
private study and (2) fair.

As the Court began its analysis of the fair-dealing doctrine—in which it drew from U.K. and U.S.
approaches—it endorsed certain factors that may be more or less relevant in future fair-dealing cases. It
also acknowledged that other unnamed factors could be used to assess the fairness of a dealing. The Court
articulated and applied six factors in deciding the case which are more fully articulated below: (1) the
purpose (and commercial nature) of the dealing, (2) the character of the dealing, (3) the amount of the
dealing, (4) alternatives to the dealing, (5) the nature of the work, and (6) the effect of the dealing on the

work. Importantly, the Court placed a strong emphasis on the Law Society’s Access Policy in analyzing

these factors and in determining that the dealing in fact was fair.

(a) CCH Six-Factor Analysis

i) Purpose of the dealing
If the purpose of the dealing is one of those listed in ss. 29, 29.1 or 29.2, then the dealing will be fair. The
purposes “should not be given a restrictive interpretation or this could result in the undue restriction of

9926

users’ rights.””” It is important for courts to assess objectively the real purpose or motive in using the

work protected by copyright.”” Commercial purposes are potentially permissible. Under this first part of

2 While the issue of authorization of copyright infringement is also material, it will not be addressed.
2 CCH, supra note 5 at para. 48.

%5 Ibid. at para. 51.

%8 Ibid. at para. 54.

* Ibid.
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the test, the Court endorsed the Law Society’s Access Policy, which specified that users must identify the
purpose of the request as one of the allowable fair dealing purposes as well as the reasonable safeguards

put in place.”®

ii) The character of the dealing

Here, courts must determine the manner in which the works are dealt with. Multiple copies that have been
widely distributed tend to weigh against fairness. Whereas single copies and copies that are destroyed
after use tend to favour a finding of fairness.” The Access Policy provided that only single copies would

be provided and there was no evidence of a larger scale distribution.”

iii) The amount of the dealing

The amount and importance of the use should be assessed. Quantity and quality should be considered as
well as the purpose. In some situations, such as research, it may be necessary to copy an entire work.”'
Again the Access Policy stated that the Great Library would generally provide one copy of one case, one
article or one statutory reference and that the Reference Librarian would review, and could refuse,

32
requests for a copy of more than five percent of a secondary source.

iv) Alternatives to the dealing

The presence of a non-copyrighted equivalent of a particular work that could have been used instead of a
copyrighted work should be considered as well as the purpose. For example, the Court noted that a
criticism of a work does not necessitate reproducing the entire work being criticized.” Here, access to the
works was considered a strong factor, as 20 percent of the Library’s patrons lived outside of Toronto.*
The loss of the custom copy service could have given an unfair advantage to those patrons in the Toronto
area, as compared to those outside of Toronto, who would consequently have relatively limited access to

pertinent legal material.

v) The nature of the work
While not determinative, if the work is unpublished, the Court maintained that a dealing could be more

fair because its reproduction would accord with one of the goals of copyright law, which is the wide

28 Ibid. at para. 66.
% Ibid. at para. 55.
30 Ibid. at para. 67.
3! Ibid. at para. 56.
32 Ibid. at para. 68.
3 Ibid. at para. 57.
3% Ibid. at para. 69.
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public dissemination of the work, as long as the work is acknowledged. The dealing of confidential
works would likely be unfair however.” Still, the Court’s disregard of a long-line of precedent without
explanation (or acknowledgement) is problematic. In CCH, the nature of the works in question were
judicial decisions and other works necessary for legal research, and the Court agreed that it is within the
public interest to provide access to such resources without undue restraint. It again endorsed the

safeguards put in place by the Great Library’s Access Policy.*

vi) Effect of the dealing on the work
This is the market consideration factor: “if the reproduced work is likely to compete with the market of

37 The Court noted that while this is an

the original work, this may suggest that the dealing is not fair.
important factor, it is but one of the factors to consider as it is not the most important factor. Here the
Court noted that while the burden of proving fair dealing lies with the Law Society, the publishers had the
burden of proving a consequential negative effect on the publishing market, principally because the Law

Society did not have access to such evidence.*®

(b) Fair Dealing Application to the Journals

With respect to the digitization of back-issues, the Journals might be able to argue that they can do so in a
decontexualized context because of fair dealing. They would argue that digitizing the individual articles is
covered by the research category in section 29 of the Act and would comport with the fairness factors
outlined in CCH. Digitizing back-issues in a decontextualized form would allow many more users to
access works not as easily available in print. In terms of the CCH factors, it would be beneficial for the
Journals to establish access policies, as seen with the Great Library’s, to control the uses and access of
such works; namely, to ensure that the users’ purposes comport with fair dealing and are making only
single copies. As for the nature of the works, since the works in question are articles used most likely for
research-based purposes, public access to such works would encourage further research and development.
Specifically, in relation to factor 4, the Journals might argue that the users have limited alternatives in
place to access the back-issues in print, especially if not previously widely available. In relation to factor
6, the effect of the dealing on the work, the issue would be whether the digitization would supplant a
market that is already available. Here more evidence on the existing back-issue market would be useful
but if the back issues are not currently being licensed the market impact would be negligible. Also, while

users could access back copies of journals within libraries, it could be difficult for those outside of

35 Ibid. at para. 58.
3 Ibid. at para. 71.
37 Ibid. at para. 59.
38 Ibid. at para. 72.
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metropolitan areas to access libraries; furthermore, not all libraries carry all journals. Online access could

be seen as a way to increase the public dissemination of works.

(c) Effect of open access versus charging for the online content

Charging a fee might not necessarily be fatal to the journal editors in this case. In CCH, the court held that
s. 29 of the Copyright Act “must not be interpreted restrictively.” The purpose of “research” was given a
large and liberal interpretation and importantly, “not limited to non-commercial or private contexts.”*’ Of
the six factors considered in the fairness analysis, commercial use was but one. The court found that
although research done for commercial purposes may not be as “fair” as research done for charitable
purposes, it may still be allowable.*' As the organizations being considered here are not-for-profit, and as
long as it remains so, charging a fee for accessing online content might not be problematic.

Irrespective of the above discussion, it is still difficult to argue with certainty that the digitization
by the Journals could be considered fair dealing using a CCH-type analysis. To date, there have been no
other cases on point considering CCH. The Publishers in Robertson are meant to argue fair dealing in the
alternative to the implied licence issue at trial commencing September 29, 2009. That ruling will provide
more guidance to the interpretation of CCH and the extent to which fair dealing can be liberally
interpreted. Authors’ rights, only vaguely considered in CCH might in the future restrict an expansive
reading of fair dealing especially in other (commercial) contexts. In the Journals’ context, while not a
legal issue per se, given that the survival of journals depends on authors’ works it would be fair and wise
to consider their interests. Above all, if relying on fair dealing, it would be essential for the Journals to put
an Access Policy in place with appropriate safeguards similar to those that were in place at the Great
Library. At the present time, it is not recommended, however, that fair dealing be relied upon to digitize

back-issues in a decontextualized format.

4. USERS AND AUTHORIZATION

Aside from the Journal’s scope of digitization of its back-issues, it is also useful to consider the users’
dealings with the back-issues, once digitized and available online. Here the doctrine of authorization is at
issue: to what extent did the Journals authorize copyright infringement, assuming the users’ improper uses
of the authors’ copyrighted works. Again, the decision in CCH Canadian Ltd. v. Law Society of Upper

Canada provides guidance to resolving the authorization question. The publishers argued that the Law

% Ibid. at para. 48
40 Ibid. at para. 51.
41 Ibid. at para 54.
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Society infringed copyright by implicitly authorizing library patrons to commit copyright infringement
through making available self-service photocopiers. Under s. 27(1) of Copyright Act, it is infringement of
copyright for anyone to do anything that the Act only allows owners to do, including the authorization of
copyright infringement.** The Court held that the mere provision of photocopiers for use by its patrons
did not constitute authorization by the Law Society.* To authorize means to “sanction, approve and
countenance”. Countenance must be understood in the strongest dictionary meaning, namely, “give
approval to sanction, permit, favour, encourage”. Authorization is a question of fact that depends on the
circumstances of each particular case and can be inferred from acts that are less than direct and positive,
including a sufficient degree of indifference. However, a person does not authorize infringement by
providing the mere use of equipment that could be used to infringe copyright and courts should presume
that a person who authorizes an activity does so only so far as it is in accordance with the law.** This
presumption can be rebutted if there is evidence showing a certain degree of control between the alleged
authorizer and the person who committed the infringement. In CCH, the Law Society did not have
sufficient control over the library patrons’ activities to permit the conclusion that the Law Society
authorized infringement and there was no evidence that users were using the photocopiers in an infringing
manner.*’

Applied to the Journal’s context, providing the public with the mere means to access an electronic
database or similar version of journal issues that can be searched, copied and printed does not constitute
authorization. As the Court held in CCH, courts should presume that a person who authorizes an activity
does so only so far as it is in accordance with the law, short of any evidence of collusion or “something
more” to encourage infringement. This reasoning is also supported by the Court’s ruling in Society of
Composers, Authors & Music Publishers of Canada v. Canadian Association of Internet Providers (Tariff
22), which found that the knowledge of the potential of end-user infringement will not, absent express
knowledge of end-user infringing activity, be seen as the intermediary authorizing end-user

. 46
infringement.

5. USERS AND FAIR DEALING
Even if it could be argued that the Journals have nonetheless authorized reproduction by users of

individualized articles (albeit reproducing the works in context), fair dealing might be applied

2 Ibid. at para. 37.

4 Ibid. at para. 41.

4 Ibid. at para. 43.

43 Ibid. at para. 45.

4 Society of Composers, Authors & Music Publishers of Canada v. Canadian Association of Internet Providers, [2004] 2 S.C.R.
427,240 D.L.R. (4th) 1993 at paras. 126-28 [Tariff 22].
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successfully for the users. In this case, provided that users’ purposes comport with fair dealing no liability
to them would attach. A similar analysis as in section 3 above would result and will not be repeated here.
In any event, in the Journal’s context, it should not be a concern to them so long as they are digitizing
back-issues in accordance with the law as set out in section 1 above. The Tariff 22 case provides
precedent that providers are not liable for what a user does with a work once is it in her possession.*” So
in the Journal’s context, once the back-issues are made available online comporting with the law, the

Journals cannot be liable.

6. IS IT LEGAL TO MAKE THE JOURNAL ARTICLES SEARCHABLE WITHIN GOOGLE?

While we have had no case on point in Canada, in the US, the 9" Circuit Court of Appeals ruled that
Google would likely be successful with its fair use defence for the display of thumbnails from an adult
men’s magazine in search engine results.*® The Court noted that the Google search engine provided a
public benefit that outweighed any potential commercial uses of the thumbnails. Based on this reasoning,
and the fair dealing analysis, providing Google with abstracts and other information is not likely to be
problematic. However, based on the decontextualization test, providing Google with individual articles

would be problematic. A solution to this would be to make available the entire Journal issue.

47 Ibid.
48487 F.3d 701 (9th Cir 2007).
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CONCLUSIONS

1. The Journals are able to reproduce their back-issues in a searchable electronic database as long as
there remains an intimate connection between the original collective work and the reproduction.
The authors’ articles cannot be decontextualized but must be reproduced in the context of the
original printed edition.

2. As contract trumps copyright, if there is an express agreement in place precluding electronic
publication, the Journals would not be able to reproduce the work in question. Based on the
available evidence, this is unlikely to be the case before 1990.

3. The Journals would not be advised to rely on either the doctrine of implied licence or fair dealing
to enable the decontexualization of the authors’ works. Aside from the noted legal implications, it
is questionable whether the Journals require the need to decontextualize in order to digitize back-
issues — when properly done, digitization can already be done legally.

4, The Journals would likely be insulated from third party liability pursuant to the authorization
doctrine; the Journals would not be liable for users dealings (which might result in infringement)
so long as their own uses are in accordance with the law and they do not have a degree of
sufficient control with the users.

5. Once the Journals make the back-issues available digitally, users may have a strong fair dealing
argument in their favour should copyright infringement questions arise. This would be of no

concern to the Journals so long as their own uses are in accordance with the law.

19



RECOMMENDATIONS

1. Decontextualization. The more the digitized-back issues are similar to their original counterparts
the better. The digitization need not be an exact replica of the original but can have minor
variances. For instance, in the Robertson case, CD-ROMs were found to be similar to their
original counterparts even though they did not contain the original advertisements, pictures or
colour. Importantly, however, the removal of such content should be done in such a way as to not
decontextualize the works from the original. Lawful digitization can be accomplished by making
each journal edition viewable as a separate entity, accompanied by a list of the other articles
contained in that same issue, easily viewable and accessible within the margin of the site.

2. Notice and information document. The Journals should make available a detailed explanatory
document on their digitization project for the public (and namely, both users and authors). This
information document should be ideally made available on the website(s) or, at the very least,
provided to all who make inquiries. Such a document would signal that the Journals have
exercised due diligence in accordance with the law.

3. Journal Policies. The Journals should seriously consider implementing policies to guide user
practices. This would be consistent with the policies in place at the Great Library and considered
with approval in CCH. It would be prudent for these practices to be periodically reviewed in
accordance with evolving user practices.

4. Contracts. While not a concern to the back-issue matter, going forward, if not already in place,
author-publisher contracts must have clauses relevant to electronic reproduction and other uses,

and more specifically, clauses should address the decontextualization issue.

kokk
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APPENDIX A: THE PRINCIPLE OF DECONTEXTUALIZATION

THE LAW ON DECONTEXTUALIZATION

The Supreme Court of Canada, in Robertson v. Thomson Corp*®, recently determined the law as relates to
electronic on-line publication of back-copies of articles. In a mixed decision, the Court found that the
publishers had infringed the copyright of authors when compiling online databases (though had not done
so in compiling CD-ROM versions of the articles/journals). The following principles were detailed in the
Court’s decision:

1))

2)

3)

4)

5)

The Copyright Act requires that exclusive licenses to use copyright holder’s work be in writing;
non-exclusive licenses need not be in writing. If there is no mention of copyright in writing, it
will not be presumed that the authors have given publishers an exclusive license to use.

Absent a contract stating otherwise, section 3(1) of the Copyright Act gives rise to 2 different
copyrights: (a) authors hold the copyright in their article and therefore the right to reproduce, and
authorize the reproduction of their articles; (b) publishers, as holders of the collective copyright in
their newspapers, have the right to produce and reproduce the work or any substantial part thereof
in any material form whatsoever. Its ‘“substantial part” is the editorial content and the
arrangement of the work, while the articles themselves belong to the freelance authors.

The determinative question in this analysis is whether the databases in question reproduce the
newspapers or merely reproduce the original articles. Electronic databases were found to
decontextualize the articles,50 but CD-ROMs were found to be faithful to the structure of the
newspaper because the articles were presented in context, thus preserving their linkage to the
original newspaper.”' Republication in CD-ROMs was a valid use by publishers, but
republication of articles in electronic databases infringed the copyright of the writers because it
was deprived of editorial context.

The majority in the Robertson decision found that publishers were entitled by virtue of their
copyright in the newspapers to reproduce a substantial part of it without advertisements, graphs or
charts, or in a different layout and using different fonts. But the republication in the electronic
databases was infringing on the writers’ copyright because it was decontextualized; it was no

longer presented in a manner that maintained the articles’ intimate connection with the rest of the
newspaper.52

a. Thus, if republication (i.e. in an electronic database) decontextualizes the work, it will
be seen to infringe on the writers’ copyright because it no longer will exist in a manner
that maintains its intimate connection with the rest of the newspaper.

b. Note: Reference to the original when reproduced in a database is not sufficient to satisfy
decontextualization.

The court rejected the publishers’ argument that the connection with the original newspaper was
not lost in the databases because the articles contained references to the newspaper in which they
were published, the date of publication and the page number where the article was published.

9 Robertson v. Thomson Corp., 2006 SCC 43, [2006] 2 S.C.R. 363, [2006] S.C.J. No. 43 [Robertson].
50 pa:
Ibid. at para. 41.
" pbid. at para. 51.
%2 pid. at para. 41.
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BRIEF ANALYSIS OF SELECT DATABASES

The following is a brief example of some better-known Canadian (legal) databases, along with a short
analysis regarding if there is compliance with contextualization, or the absence thereof and a
consequential breach of copyright. For the purpose of simplicity and clarity, this search has been
restricted to the following article by Giuseppina D’Agostino: “Healing Fair Dealing? A Comparative
Copyright Analysis of Canada's Fair Dealing to U.K. Fair Dealing and U.S. Fair Use™, originally
published in the McGill Law Journal. The URL links have been provided for assistance; they will allow
the reader to immediately access the article within the mentioned database for illustrative purposes.
Access is restricted however and the reader must be subscribed to the database services.

Westlaw

http://web2.westlaw.com/result/default.wl?rltdb=CLID DB43382511513142&srch=TRUE&db=CANAD
A-

JLR&sv=Split&service=Search&eg=welcome%2fLawPro& fmgv=s&tempinfo=%7cMethodTNC%7cdbC
ANADA-
JLR%7ctidlawrptartls_c%7cResultsMustContainFN0%7cAuthorFND'Agostino&method=TNC&action=
Search&query=AU(D'AGOSTINO)&mt=LawPro&fn=_top&origin=Search&vr=2.0&rlt=CLID_ QRYRL
T75663511513142&rp=%2fwelcome%2fLawPro%?2fdefault. wl&ifm=NotSet&cfid=1&rs=WLW9.01

Westlaw somewhat preserves the article. It makes all the relevant references as to, inter alia, author,
publisher and date. The table of contents located after the initial page of the article faithfully contains the
correct page numbers as would be found in the McGill law Journal (i.e. commencing at p. 309), and the
copyright is listed, correctly, as belonging to Giuseppina D’Agostino. Paragraphs are, however,
numbered, which is not in the original. Neither can the reader tell what other articles were abutting
D’ Agostino’s within the Journal, nor can s/he tell what the specific theme of that publication was, which
would give greater context to the article.

LexisNexis

http://www .lexisnexis.com/ca/legal/search/journalssubmitForm.do

LexisNexis somewhat preserves the context of the original, but not as well as Westlaw. It does not state in
whom the copyright subsists; it states the author, but does not clarify that she is the copyright holder.
While it lists the journal source and page numbers within that journal (i.e. as follows: (2008) 53 McGill
L.J. 309 — 363), this is done merely as a standard citation at the top of the page. In the table of contents
located after the first page of the article, it fails to list the proper pages, as does Westlaw). Thus, each
relevant subject within the body of the article is further removed from its precise location within the
article — or at least cannot be as easily found. Paragraphs are numbered, which is not in the original.

53 Giuseppina D’Agostino, “Healing Fair Dealing? A Comparative Copyright Analysis of Canada's Fair Dealing to U.K.
Fair Dealing and U.S. Fair Use” (2008) 53 McGill L.J. at 309.
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LegalTrac

http://find.galegroup.com.ezproxy.library.yorku.ca/itx/retrieve.do?contentSet=IAC-
Documents&resultListType=RESULT LIST&qrySerld=Locale%28en%2C%2C%29%3 AFQE%3D%28
KE%2CNone%2C10%29D%27Agostino%24&sgHitCountType=None&inPS=true&sort=DateDescend&
searchType=BasicSearchForm&tabID=T002&prodld=LT&searchld=R 1 &currentPosition=1&userGroup
Name=yorku law&docld=A189651426&docType=IAC

LegalTrac appears to somewhat preserve context. It goes one step further by making available the PDF
version, which is a picture-copy, and so does better to present the article as it was originally printed.
(Note that non-image based versions, as found in the previous two databases, remove many particulars
within the article, stripping it of its own micro-context.) The table of contents in the non-PDF standard
version does not list pages, as in the original article. Unfortunately, the LegalTrac version lists the
copyright, wrongly, as subsisting in the McGill Law Journal and not in Giuseppina D’Agostino.
Paragraphs are not numbered as they are in Westlaw and LexisNexis, which is truer to the original.

Index to Canadian Legal Literature (WilsonWeb)

http://vhweb.hwwilsonweb.com.ezproxy.library.yorku.ca/hww/results/getResults.jhtml? DARGS=/hww/
results/results _common.jhtml.21

ICLL makes the original article available in PDF, which is as original a context as you can get with
respect to the article proper. However, as with all the above-listed databases, it too fails to provide
reference to articles additional to Giuseppina D’ Agostino’s, or to the theme of the journal issue. The non-
PDF version of the article fails to list the table of contents at all.

GENERAL COMMENTS ABOUT DATABASES SEARCHED SO FAR

All the databases sampled suffer the same deficiencies — they have made references to aspects of the
original work (i.e., inter alia, author, publication, page range, date), but they all do something of their
own with the way in which the actual article is presented — be it adding paragraph numbers or failing to
add the table of contents, for example; any of which alter the article away from its original.

It can be said that these databases sufficiently preserve the context of the article to satisfy the average
person looking to use it. Indeed, one could easily extract the appropriate reference from any of these
databases to use as a citation, and could just as easily navigate his or her way to the original in the McGill
Law Journal. However, applying a strict interpretation of Robertson, these “conveniences” would amount
to referencing the original, which would not be sufficient to preserve of the context of the original.

The tables of contents that list the true page numbers in the McGill Law Journal do a better job of getting
closer to providing context, but they still fail to achieve what the Supreme Court considered adequate. (To
help make more sense of this, consider the online versions in relation to what a CD ROM version would
look like — it would have a PDF-like pictorial of the publication in its original form i.e. one would see that
the first page of the article is in fact in two columns and not one — this is not apparent in any of the non-
PDF versions present in the databases). Further, all databases list references and citations as endnotes;
they are, however, in the original, cited as footnotes.

When a database provides a viewer with a PDF option of the article, it gets closer in principle to
providing the reader a truer context of the original article — indeed, such is in fact the original article in its
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original form. However, even such a convenience is not sufficient with regard to the rights of the author
according to the Court in Robertson, as it still isolates the article away from its surrounding articles and
the publication as a whole (including commentary, etc.).

When one visits the McGill Law Journal online directly, it is a far better kind of database with respect to
contextualization; one can see everything in totality (though sometimes without advertisements, which the
publisher has the right to exclude without compromising the true context). Articles are listed in the order
in which one would find them in the hard-copy version of the publication. The theme of the issue is
clearly displayed, where there is one. One can understand the “flow” of the journal as a whole, and digest
it holistically. When one “clicks” on the hyperlinks within the McGill site (and this can be done on any
law journal site — e.g. the Osgoode Hall Law Journal) the articles open up as preserved PDFs with their
original page numbers appropriately listed, and references as footnotes and not endnotes (with regard to
D’ Agostino’s article specifically); the articles appear the same as their original.

CONCLUSION

On a strict reading of Robertson, none of the online databases do a sufficient enough job of complying
with the “contextualization” requirement, with the exception of the “source journal” databases (i.e.
McGill Law Journal), which do much better jobs. Any database that lets you download a preserved PDF
(e.g. as with the Index to Canadian Legal Literature) is closer in principle to observing the
contextualization principles, but still fails to give the article its full context.

POST-NOTE ON GOOGLE SCHOLAR

Google Scholar presents fluctuating degrees of observance of contextualization, though on the whole it
fails to comply with Robertson. In many instances “clicking” on a link in Google Scholar takes you to the
“source journal” site directly, which then lets you download the article as it appears on that journal’s site.
For example, D’Agostino’s article is indexed in its earlier “research paper” form under SSRN, and
published accordingly; there, it looks much like its hard copy version. However, again, as with all other
PDFs, it fails to give the viewer a fuller context of the journal, its themes and other related articles within
the publication as a whole. However, in some instances Google Scholar simply provides a direct PDF
article with no indication as to journal source (this is very questionable practice). For example,
Giuseppina D’Agostino’s article “Ownership in IP Rights in Medical Data in Collaborative Computing
Environments” is presented in this way on Google Scholar.

24



